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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 

1.1 14, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the finality 
of the previous Office action has been withdrawn pursuant to 37 CFR 1.1 14. 
Applicant's submission filed on February 26, 2009 has been entered. 

Response to Amendment 

2. The amendment filed on February 26, 2009 has been fully considered 
but are not persuasive. 

• Claims 1-2, 6-9, 1 1-13, 15-17, and 20-33 are presented for 
examination. 

Response to Arguments 

In essence the Applicant argues system, "Neither Oki nor Nakagawa discloses 
or suggests the concept of a "program list which prioritizes programs that are 
likely to be operable in an operating environment of the user system" as 
variously set forth in each of the independent claims." page 12. 

The Examiner notes that Oki teaches providing program list that are likely to 
be operable in an operating environment of the user system. The 
circumstance checking unit compares the circumstance information received 
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from the circumstance information informing unit with that of the target 
software to check whether or not they are compatible, and informs the 
installing unit of the check result thus obtained. The installing unit decides 
whether or not the target software is to be distributed and if so, it determines a 
software distributing method, in response to the check result." (Oki, col. 2, 
lines 37-44; col. 8, lines 36-65 and col. 12, lines 24-32). In Oki the 
software is provided to user terminal based circumstance information that 
indicates type of hardware and software available in the user system (col. 
5, lines 40-44 and col. 6, lines 32-43. See also col. 2, lines 37-44; col. 8, 
lines 36-65 and col. 12, lines 24-32). However, as indicated in the office 
action. Oki does not show where the likely operable programs are 
prioritized in a list. 

In Oki the user select keywords corresponding target software, and based on 
the selection a list of programs retrieved from plural software are provided "The 
selecting unit enables each user to select one or more keywords, which 
correspond to the target software, from those displayed by the keyword display 
unit, and inform the installing unit of them. The installing unit retrieves the 
target software from plural software, using the one or more keywords received. 
The circumstance information informing unit obtains circumstance 
information relating to software operation circumstances in the terminal 
equipment and informs the distributing center of them. The circumstance 
checking unit compares the circumstance information received from the 
circumstance information informing unit with that of the target software to 
check whether or not they are compatible, and informs the installing unit of 
the check result thus obtained. The installing unit decides whether or not the 
target software is to be distributed and if so, it determines a software 
distributing method, in response to the check result." Col. 2, lines 45-27). 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-2, 6-9, 11-13, 15-17 and 20-23, 25 and 29-32 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Oki (U.S. Patent Number 5,859,969, 
hereinafter "Oki") in view of Nakagawa et al USPN. (583591 1), hereinafter 
"Nakagawa"). Oki discloses a remote installation system and method. Oki 
shows: 

In referring to claim 1 and 8, Oki teaches a program supply method for 
transmitting a program from a server via network to a user system to which 
one or more expansion units may be attached (abstract and system in fig. 2), 
the method comprising: 

Requesting the server to provide a list of programs which can be supplied by 
the server ((col. 12, lines 24-33. see fig. 21, software group 35 and key tables 
32 and 33 on host computer (server) 21); 

• Transmitting an operating environment of the user system from the user 
system via the network to the server "A circumstance file 3 1 , including 
circumstances under which tools such as the hardware and software of 
the terminal 23 are operated, is created in the terminal 23 and sent to 
the host computer 2 1 when the user gains access to the host computer 
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2 1 . The host computer 2 1 holds the received circumstance file 3 1 for 
every user and uses it to check whether or not the software selected by 
the user can be operated in the terminal 23." (col. 5, lines 40-44 and col. 
6, lines 32-43) 

• Providing, from the server to the user system, a program list that are 
likely to be operable in an operating environment of the user system 
Transmitting an operating environment of the user system from the user 
system via the network to the server before supplying the program: "The 
contents of each software in the software group 35 are stored, having 
been previously related to some of the keywords. In FIG. 10, for example, 
a software A has three keywords such as "game", "image" and "DOS", 
while software B four keywords such as "image", "tool", "WIN", and 
"game". When the user A selects two keywords such as "image" and 
"game", therefore, a list including these two items of software is sent 
from the host computer 2 1 and displayed on the screen of the display 
24." (col. 12, lines 24-33. see fig. 21, software group 35 and key tables 
32 and 33 on host computer (server) 21); 

"The circumstance information informing unit obtains circumstance 
information relating to software operation circumstances in the terminal 
equipment and informs the distributing center of them." 

• After a program is selected from the list, transmitting the program form 
the server to the user system: "The circumstance checking unit compares 
the circumstance information received from the circumstance information 
informing unit with that of the target software to check whether or not they 
are compatible, and informs the installing unit of the check result thus 
obtained. The installing unit decides whether or not the target software is to be 
distributed and if so, it determines a software distributing method, in response 
to the check result." (Oki, col. 2, lines 37-44; col. 8, lines 36-65 and col. 12, 
lines 24-32). 

• Executing the program on the user system after the program is supplied 
from the server and installed on the user system: The purpose of the 
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system of Oki is to download new software to be executed on the client. 
Executing the software is inherently implied in the system of Oki 

Although Oki shows substantial features of the claimed invention, he does 
not explicitly show receiving confirmation at a server of proper operation of 
the program in operating environment of a user system (each expansion 
unit is hardware that includes the operating environment of user computer 
system). 

Nonetheless, this feature is well known in the art and would have been an 
obvious modification of the system disclosed by Oki, as evidenced by 
Nakagawa USPN. (5835911). 

In analogous art, Nakagawa disclose "If the third process unit CP receives a 
message from vendors VI, V2, . . . and stores or installs in the user 
computer 1 1 new software, newly served software, or updated software 
received from vendor Vk, then the third process unit CP monitors the result 
of these processes and sends to the fourth process unit SP of vendors VI, 
V2, . . . over the network 12 a process result confirmation message 
informing whether the process has terminated normally or abnormally. As a 
result, the vendor can recognize a process result in the user computer 11" 
(col. 28, lines 38-51). 

Giving the teaching of Nakagawa, a person of ordinary skill in the art would 
have readily recognized the desirability and the advantage of modifying Oki 
by employing the system of Nakagawa because it enables the 
provider/ vendor of the software to recognize the process result in the user 
computer including expansion units so that the vendor can demand 
payment for the software if it working properly or fix the bugs in the 
software if is not working properly. 

Nakagawa further teaches requesting payment for a program "Every user is 
sent the object software as shareware on the response of the new purchase 
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request, and the and the above described fund is demanded of the user to 
pay after the user's satisfaction of the software." (User satisfaction must be 
received before demanding funds by the vendor server col. 59, lines 35-50). 

Although Oki shows substantial features of the claimed invention, including 
providing list of programs operable on the client system, Oki does not 
explicitly show where the programs are prioritized in the list. 
Nonetheless, the feature of prioritizing programs in a list is well known in 
the art and would have been an obvious modification of the system 
disclosed by Oki. One ordinary skill in the art at the of the invention would 
include the program list provided by host computer of Oki a mechanism to 
prioritize the programs in that list in such a way that most likely programs 
of interest are to the user are listed first. In this way it would be easier for 
the user to select the most appropriate programs first. 

In referring to claim 2, 

• Displaying the result of the judgment as to whether the program is 
operable or not in the operating environment of the user system: 

"The installing menu display unit displays plural methods of installing the target 
software." (Oki, col. 3, lines 45-46) 

In referring to claim 9, 

• Transmitting an order for the program from the user system via the 
network to the server when the program is judged to be operable: 

Oki, Fig. 4 shows selecting a program SI 2, checking if the program is 
operable at SI 4, Fig. 5 shows transmitting the selected program at SI 8 



In referring to claim 6 and 1 1 , 
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• Storing the result of judgment as data of the user system in the server 
when the program is judged to be inoperable: 

Storing the result of a judgment made in a server is inherently implied in 
a server that conducts said judgment 

In referring to claim 7, 

• Expanding functions of the user system when a program supplied from 
the server via the network to the user system is installed: 

Expanding functions of a user system by installing a program is 
inherently implied in a system in which a program is installed in a user 
system 

In referring to claim 12, 

• Said user system includes operating environment judging means for 
judging an operating environment of the user system, and before having a 
program supplied, transmits the judged operating environment via the 
network to the server: 

Oki, col. 2, lines 33-36 (see full quote above) 

• said server includes a list generating means for generating a program list 
that are likely to be operable in an operating environment of the user 
system and transmitting the program list via the network to the user 

"The contents of each software in the software group 35 are stored, having 
been previously related to some of the keywords. In FIG. 10, for example, a 
software A has three keywords such as "game", "image" and "DOS", while 
software B four keywords such as "image", "tool", "WIN", and "game". When 
the user A selects two keywords such as "image" and "game", therefore, a 
list including these two items of software is sent from the host computer 2 1 
and displayed on the screen of the display 24." (col. 12, lines 24-33. see fig. 
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21, software group 35 and key tables 32 and 33 on host computer (server) 
21); 

• Said user system is operable to execute the program on the user system 
after the program is supplied from the server and installed on the user 
system to thereby confirm operation of the program: 

The purpose of the system of Oki is to download new software to be 
executed on the client. Executing the software is inherently implied in the 
system of Oki 

As to receiving confirmation information and requesting payment for a 
program after its proper operation in user computer system (expansion units 
included) see the rejection above in claim 1 and 8. 

Although Oki shows substantial features of the claimed invention, including 
providing list of programs operable on the client system, Oki does not 
explicitly show where the programs are prioritized in the list. 
Nonetheless, the feature of prioritizing programs in a list is well known in 
the art and would have been an obvious modification of the system 
disclosed by Oki. One ordinary skill in the art at the of the invention would 
include the program list provided by host computer of Oki a mechanism to 
prioritize the programs in that list in such a way that most likely programs 
of interest are listed first to the user. In this way it would be easier for the 
user to select the most appropriate programs first. 



In referring to claim 13, 

• Operation input means to be operated by a user, said user system is activated in 

response to operation on the operation input means: 

"When the user inquires of the host computer 21 for the keyword lists through the 
terminal 23, the host computer 2 1 transmits' the first and second key tables 32 and 33 
successively and displays keywords included in them on the display 24 of his terminal 
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23. The user selects the displayed keywords which corresponds to the target software 
and informs the host computer 21 of his selection." (Oki, col. 5, lines 14-20) 

• Display means for displaying data; displaying the result of judgment given by the 

operation judging means of the server on the display means: 
Oki, col 3, lines 45-46 (see full quote above) 

• The user system transmits the operating environment judged by the operation 
environment judging means via the network to the server 

Oki, Fig. 3 shows judging the operation environment at steps SI and S2, and then _ 
transmitting them at step S3 

In referring to claim 1 5, 

• Said server further includes storing means for storing data of the user 
system: Receiving user data and running a script on said user data (Oki, 
Fig.4, S14 and 40) inherently implies a storing means to store said user 
data 

In referring to claim 16, 

• Said user system expands its functions when a program supplied via the 
network from the server is installed. 

Expanding functions of a user system by installing a program is inherently 
implied in a system in which a program is installed in a user system. 

In referring to claim 17, 

• Said user system is any of a personal computer, a portable terminal, and 
a complex digital image forming apparatus: 

Oki, Fig. 2 shows the user system is a portable terminal 



In referring to claim 20, 
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• Said server stores the result of judgment by the operation judging means 
when the program is judged to be inoperable: 

Storing the result of a judgment made in a server is inherently implied in a 
server that conducts said judgment 

In referring to claim 21-23, 25 and 29-32, Oki shows substantial features of the 
invention as discussed in claims 1 and 8 above. Oki further teaches: 

• Server- side communication means for transmitting data to and receiving 
data from the user system via the network; operation judging means for 
judging whether a program can be operated or not in the operating 
environment of the user system received via the server-side communication 
means: 

Oki, col. 2, lines 37-44 and col. 8, lines 36-65 (see full quote above) 

• Said user system is operable to execute the program on the user system 
after the program is supplied from the server and installed on the user 
system to thereby confirm operation of the program: The purpose of the 
system of Oh is to download new software to be executed on the client. 
Executing the software is inherently implied in the system of Oki (See col. 
8, lines 36-65) 

Although Oki shows substantial features of the claimed invention, he does 
not explicitly show transmitting a notification of operation confirmation to a 
server. 

Nonetheless, this feature is well known in the art and would have been an 
obvious modification of the system disclosed by Oki, as evidenced by 
Nakagawa USPN. (5835911). 

In analogous art, Nakagawa disclose "If the third process unit CP receives a 
message from vendors VI, V2, . . . and stores or installs in the user 
computer 1 1 new software, newly served software, or updated software 
received from vendor Vk, then the third process unit CP monitors the result 
of these processes and sends to the fourth process unit SP of vendors VI, 
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V2, . . . over the network 12 a process result confirmation message 

informing whether the process has terminated normally or abnormally." 

Giving the teaching of Nakagawa, a person of ordinary skill in the art would 

have readily recognized the desirability and the advantage of modifying Oki 

by employing the system of Nakagawa because it enables the 

provider/ vendor of the software to recognize the process result in the user 

computer so that the vendor can demand payment for the software if it 

working properly or fix the bugs in the software if is not working properly. 

As to receiving confirmation information and requesting payment for a 
program after its proper operation in user computer system (expansion units 
included) see the rejection above in claim 1 and 8. 

Although Oki shows substantial features of the claimed invention, including 
providing list of programs operable on the client system, Oki does not 
explicitly show where the programs are prioritized in the list. 
Nonetheless, the feature of prioritizing programs in a list is well known in 
the art and would have been an obvious modification of the system 
disclosed by Oki. One ordinary skill in the art at the of the invention would 
include the program list provided by host computer of Oki a mechanism to 
prioritize the programs in that list in such a way that most likely programs 
of interest are to the user are listed first. In this way it would be easier for 
the user to select the most appropriate programs first. 

In referring to claim 24, 

• user- side transmitting means for transmitting an operating environment 
of the user system from the user system via the network to the server "A 
circumstance file 3 1 , including circumstances under which tools such as 
the hardware and software of the terminal 23 are operated, is created in 
the terminal 23 and sent to the host computer 2 1 when the user gains 
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access to the host computer 2 1 . The host computer 2 1 holds the received 
circumstance file 3 1 for every user and uses it to check whether or not 
the software selected by the user can be operated in the terminal 23." 
(col. 5, lines 40-44 and col. 6, lines 32-43) 

• User-side operation judging means for executing the received program, 
thereby confirming proper operation of the program; upon the user-side 
operation judging means executing the received program, (Oki fig. 5 and Oki, 
col. 2, lines 37-44) 

As per claims 23 and 33, although Oki shows substantial features of the 
claimed invention, he does not explicitly show transmitting a notification of 
operation confirmation to a server. 

Although Oki shows substantial features of the claimed invention, he does 
not explicitly show transmitting a notification of operation confirmation to a 
server. 

Nonetheless, this feature is well known in the art and would have been an 
obvious modification of the system disclosed by Oki, as evidenced by 
Nakagawa USPN. (5835911). 

In analogous art, Nakagawa disclose "If the third process unit CP receives a 
message from vendors VI, V2, . . . and stores or installs in the user 
computer 1 1 new software, newly served software, or updated software 
received from vendor Vk, then the third process unit CP monitors the result 
of these processes and sends to the fourth process unit SP of vendors VI, 
V2, . . . over the network 12 a process result confirmation message 
informing whether the process has terminated normally or abnormally." 
(Col. 28, lines 39-41). 

Giving the teaching of Nakagawa, a person of ordinary skill in the art would 
have readily recognized the desirability and the advantage of modifying Oki 
by employing the system of Nakagawa because it enables the 
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provider/ vendor of the software to recognize the process result in the user 

computer so that the vendor can demand payment for the software if it 

working properly or fix the bugs in the software if is not working properly. 

As to receiving confirmation information and requesting payment for a 
program after its proper operation in user computer system (expansion units 
included) see the rejection above in claim 1 and 8. 

Although Oki shows substantial features of the claimed invention, including 
providing list of programs operable on the client system, Oki does not 
explicitly show where the programs are prioritized in the list. 
Nonetheless, the feature of prioritizing programs in a list is well known in 
the art and would have been an obvious modification of the system 
disclosed by Oki. One ordinary skill in the art at the of the invention would 
include the program list provided by host computer of Oki a mechanism to 
prioritize the programs in that list in such a way that most likely programs 
of interest are to the user are listed first. In this way it would be easier for 
the user to select the most appropriate programs first. 

In referring to claims 26, 

• A computer-readable recording medium having a program for executing 
the program receiving method of claim 1 recorded thereon: 

A computer-readable recording medium having a program for executing 
the program is inherently implied in the computer system of Oki 

In referring to claim 27, 

• A computer-readable recording medium having a program for executing 
the program receiving method of claim 23 recorded thereon: 

A computer-readable recording medium having a program for executing 
the program is inherently implied in the computer system of Oki. 
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1. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oki (U.S. Patent Number 5,859,969, hereinafter "Oki") in view of Nakagawa et 
al USPN. (583591 1), hereinafter "Nakagawa") and further in view of Applicant's 
Admitted Prior Art (AAPA). 

Regarding claim 33, 

Although Oki and Nakagawa teach substantial features of the claimed 
invention as shown in claims 1,8,25 and 29, they do not explicitly show 
image formation apparatus with expansion units attached. 
Nonetheless, this feature is well known in the art and would have been an 
obvious modification of the system disclosed by Oki and Nakagawa as 
evidenced by Applicant's Admitted Prior Art (AAPA) "Also, Japanese 
Unexamined Patent Publication No. 68058/1989 (Tokukaisho 64-68058) 
(published date: Mar. 14, 1989), discloses a facsimile apparatus whose 
functions can be expanded. This facsimile apparatus obtains programs 
for operating the expanded functions via communication means, and 
carries out the programs. Thus, functions which were not provided in the 
facsimile apparatus when it was purchased can be operated." (Page 2, 
lines 1-6). Giving the teaching of AAPA, a person of ordinary skill in the 
art would have readily recognized the desirability and the advantage of 
modifying Oki and Nakagawa by employing the image forming apparatus 
of AAPA in order to ensure and to judge whether a vendor supplied 
program can be operated or not and to provide the most recent software 
drivers that would guarantee the proper operation of the apparatus. 

Although Oki shows substantial features of the claimed invention, including 
providing list of programs operable on the image formation apparatus, Oki 
does not explicitly show where the programs are prioritized in the list. 
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Nonetheless, the feature of prioritizing programs in a list is well known in 
the art and would have been an obvious modification of the system 
disclosed by Oki. One ordinary skill in the art at the of the invention would 
include the program list provided by host computer of Oki a mechanism to 
prioritize the programs in that list in such a way that most likely programs 
of interest are to the user are listed first. In this way it would be easier for 
the user to select the most appropriate programs first. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Yasin Barqadle whose telephone 
number is 571-272-3947. The examiner can normally be reached on 9:00 AM 
to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Bunjob Jaroenchonwanit can be reached on 571-272- 
3913. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Yasin M Barqadle/ 

Primary Examiner, Art Unit 2456 



